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Art Unit: 1773 

DETAILED ACTION 

Examiner's Comments 

1 . The Examiner notes that claims 8 and 9 are product claims directed to a 
patentably distinct product in the pre-amble of the claims (i.e. "magnetic tape cartridge" 
and "audio tape, video tape, or computer tape". However, because these claims do not 
represent an undo burden to examination, no restriction has been made. Amendment 
of any claims to include additional non-nominal product limitations directed to a product 
other than a "magnetic tape" as in claim 1 that would represent an undo burden may 
result in restriction due to original presentation. 

Response to Amendment 

2. Amendments to claim 1 and addition of claims 8-10, filed on December 28, 
2005, have been entered in the above-identified application. 

3. The text of those sections of Title 35, U.S. Code not Included in this action can 
be found in a prior Office action, 

Specification 

4. The title of the invention is not descriptive. A new title is required that is clearly 
indicative of the invention to which the claims are directed. 

The following title is suggested: "Magnetic Tape Including an Intermediate Layer 
Consisting Essentially of a Binder". 
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5. Applicant is reminded of the proper language and format for an abstract of the 
disclosure. 

The abstract should be in narrative form and genemlly limited to a single 
paragraph within the range of 50 to 150 words (37 CFR 1.72). See MPEP 
§ 608.01(b). 

The form and legal phraseology often used in patent clainfis, such as "means" 
and "said," should be avoided. The abstract should describe the disclosure sufficiently 
to assist readers in deciding whether there is a need for consulting the full patent text for 
details. 

The language should be clear and concise and should not repeat information 
given In the title. It should avoid using phrases which can be implied, such as, "The 
disclosure concerns," "The disclosure defined by this invention," "The disclosure 
describes," etc. 



Claim Rejections - 35 USC § 103 

6. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
inventbn was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

7. Claims 1 and 3 - 1 0 are rejected under 35 U.S.C. 1 03(a) as being unpatentable 



over Kobayashi et al. (U.S. Patent No. 6,284,361 B1) in view of Eichorst (U.S. Patent 
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No. 5,726,001), Yamaguchi et al. (U.S. Patent No. 4,617,226) and Zinbo (U.S. Patent 
No. 6,312,796 61). 

Regarding claim 1 , Kobayashi et al. disclose a magnetic tape {col. 1, lines 6 - 
15) comprising a lower non-magnetic layer containing non-magnetic powder and a 
binder {col. 2, lines 51 - 60), and an upper magnetic layer containing ferromagnetic 
powder and a binder {ibid), wherein the lower non-magnetic layer is formed on a surface 
of a tape-form non-magnetic support {ibid and col. 7, lines 35 - 47), wherein the average 
dry thickness d of the upper magnetic layer is 5 to 100 nm {col. 5. lines 6 - 8). 

Kobayashi et al. fail to disclose an intermediate layer consisting essentially of a 
binder provided just under the upper magnetic layer. 

However, Eichorst teaches a very thin adhesion layer consisting essentially of a 
binder for promoting adhesion between the magnetic layer and non-magnetic 
underlayers including non-magnetic powders and a binder inorder to prevent the 
magnetic layer from delamlnating {col. 5, lines 32 - 54; col. 7, lines 37- 67; col. 12, 
Hens 15- 43; and col. 14, lines 17- 23). While Eichorst is directed to imaging elements 
utilizing a transparent magnetic layer {We and col. 12, lines 14 - 44), the Examiner 
notes that one of ordinary skill in the art would clearly recognize that the two fields of 
endeavor are analogous {Eichorst, col. 12, lines 38 - 39; and see Yamaguchi et al., 
entire reference, which teaches a substantially identical structure as Eichorst in that an 
electro-conductive layer comprising carbon black is located between the substrate and 
the magnetic layer for prevention of static charge build up). 
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It would therefore have been obvious to one of ordinary skill in the art at the time 
of the applicant's invention to modify the device of Kobayashi et al. to include an 
intermediate layer meeting applicants' claimed structural location as taught by Eichorst 
since such a layer can help to prevent the magnetic layer from delaminating. 

Regarding the limitation(s) "is provided on the intermediate layer in a wet state", 
the Examiner notes that this limitation(s) are/(is a) process limitation(s) and is/are not 
further limiting in terms of the structure resulting from the claimed process. Specifically, 
in a product claim, as long as the prior art product meets the claimed structural 
limitations, the method by which the product is fomried is not germane to the 
determination of patentability of the product unless an unobvious difference can be 
shown to result from the claimed process limitations. In the instant case, regardless of 
whether the layers are fomied in a wet-on-wet state or a dry state (both of which are 
known in the art), the final structure of the product will be substantially identical. 

Regarding the thickness of the intermediate binder layer, Eichorst teaches that 
the thickness can be varied to effect the adhesion strength and it is known in the art that 
the overall thickness of a tape impacts the amount of tape capable of being stored in a 
reel (i.e. the thicker the tape, the less that can be rolled up on a fixed size reel) 
{Eichorst, col. 5, lines 32 - 54; col. 7, lines 37- 67; col. 12, liens 15 - 43; col. 14, lines 
17- 23; col. 15, lines 23 - 29; and Examples ). Therefore, the Examiner deems that it 
would have been obvious to one having ordinary skill in the art to determine a thickness 
of the intermediate layer meeting applicants' claimed thickness limitation by optimizing 
the results effective variable through routine experimentation. In re Boesch, 205 USPQ 
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215 (CCPA 1980); In re Geisler, 1 16 F. 3d 1465, 43 USPQ2d 1362, 1365 (Fed. Cir. 
1997); In re Alter, 220 F.2d, 454, 456, 105 USPQ 233, 235 (CCPA 1955). 

Neither Kobayashi et al. nor Eichorst disclose a squareness ratio (SR) of the 
magnetic layer meeting applicants' claimed limitation. 

However, Zinbo teaches that SR's meeting applicants' claimed magnitude are 
known to be utilized in binder-particle magnetic recording media inorder to form high 
density magnetic tapes (col. 3, lines 56 - 65; col. 9, lines 37- 46; col. 19, lines 8-48; 
and Table 2). 

It would, therefore, have been obvious to one of ordinary skill in the art at the 
time of the applicant's invention to modify the device of Kobayashi et al. in view of 
Eichorst to insure that the magnetic layer possessed a SR meeting applicants' claimed 
limitation as taught by Zinbo since such a property is known to be required to form a 
high density magnetic recording medium. 

Regarding claim 3, Eichorst discloses binders meeting applicants' claimed 
limitations {Examples) 

Regarding claims 4 and 5, these limitations are process limitations and are not 
further limiting in so far as the structure of the product is concerned for the reasons 
noted above. Furthermore, Eichorst disclose that the layers possess excellent dry or 
wet state adhesion, thus leading them to be suitable for deposition in both a wet or dry 
state (CO/. 16, lines 21 - 49). 

Regarding claim 6, Kobayashi et al. teach controlling the surface roughness of 
the magnetic layer to values meeting applicants' claimed limitations {Table 1). 
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Regarding claim 7, Zinbo teacties Br values meeting applicants' claimed range 
for the formation of high density recording media {Table 1, where the Examiner notes 
that SR = Br/Bm, so Br = SR* Bm). 

Regarding claims 8 and 9, the tapes disclosed by Kobayashi et al. are deemed to 
meet the claimed pre-amble limitations since they can clearly be placed inside a tape 
cartridge and could be used to store audio, video or computer data. Essentially, these 
claims are being interpreted in a manner similar to an intended use claim. Note that "In 
apparatus, article, and composition claims, intended use must result in a structural 
difference between the claimed invention and the prior art in order to patentably 
distinguish the claimed invention from the prior art. If the prior art structure is 
capable of performing the intended use, then it meets the claim. In a claim drawn 
to a process of making, the intended use must result in a manipulative difference as 
compared to the prior art." [emphasis added] In re Casey, 370 F.2d 576, 152 USPQ 
235 (CCPA 1967); In re Otto, 312 F.2d 937, 938, 136 USPQ 458, 459 (CCPA 1963). 
See MPEP§ 21 11.02. 

Regarding daim 10, Kobayashi et al. disclose non-nfiagnetic powders meeting 
applicants' claimed size range {col. 6, lines 19-38). 

8. Claim 2 is rejected under 35 U.S.C. 1 03(a) as being unpatentable over 
Kobayashi et al. in view of Eichorst, Yamaguchi et al. and Zinbo as applied above, and 
further in view of Kolb et al. (U.S. Patent No. 6,733,906 B2). 
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Kobayashi et al., Eichorst, Yamaguchi et al. and Zinbo are relied upon as 
described above. 

None of the above disclose controlling the fluctuations to meet applicants' 
claimed limitations, though the Examiner notes that Kobayashi et al. recognizes the 
need to insure low fluctuations at the interface between the nragnetic layer and the layer 
upon which it is deposited {col. 9, lines 42 - 54). 

However, Kolb et al. teach that one can regulate the rheological properties of the 
deposited layers inorder to insure minimizing the fluctuations at the interface of a 
magnetic layer and a prior deposited layer, which leads to improved recording 
perfomriance {col. 1, lines 60 - 65; col. 2, lines 3 - 55; col. 13, lines 38 - 44; 
Experiments; and Claims 61 - 63). 

It would therefore have been obvious to one of ordinary skill in the art at the time 
of the applicant's invention to modify the device of minimize the fluctuations at the 
interface between the magnetic layer and the intermediate layer, hence meeting 
applicants' claimed range limitations, as taught by Kolb et al. inorder to lead to a tape 
having improved recording perfomnance. 

Response to Arguments 
9. The rejection of claims 1-10 under 35 U.S.C § 103(a) - Kobayashi et al. in 
view of various references 

Applicant's arguments have been considered but are moot in view of the new 
ground(s) of rejection. In so far as they apply to the rejection of record, applicants 
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argue that the current claimed invention has unexpected superiority versus the prior art 
invention (pages 8-10 of response). The Examiner respectfully disagrees. 

The Examiner notes that fluctuations are known to be detrimental In the art of 
magnetic recording since they lead to non-uniformity and poor recording performance 
(see Kobayashi et at. and Kolb et al. citations above). Furthennore, the Examiner notes 
that the thickness values of the intermediate layer appear to be cleariy taught by 
Elchorst and applicants are Invited to present evidence that the layers taught by 
Eichorst would not provide the alleged improvement. 

Conclusion 

1 0. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. JP 63-00441 5 A discloses a recording medium possessing a 
structure substantially identical to applicants' claimed structure (see provided Derwent 
Abstract). Inaba et al. (U.S. Patent No. 6,074.724) teach that SR = Br/Bm [col. 25, lines 
40-50). 

1 1 . Any inquiry concerning this communication or eariler communications from the 
examiner should be directed to Kevin M. Bernatz whose telephone number is (571) 272- 
1505. The examiner can nomnally be reached on M-F, 9:00 AM - 6:00 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Carol Chaney can be reached on (571) 272-1284. The fax phone number 
for the organization where this application or proceeding is assigned is 703-872-9306. 
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Information regarding tlie status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 



KMB 

March 15, 2006 




Kevin M-Bematz, PhD 
Primary Examiner 



